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Art Unit: 3626 

DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

2. Claims 1-19 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Under the statute, the 
claimed invention must fall into one of the four recognized statutory classes of 
invention, namely, a process (or method); a machine (or system); an article of 
manufacture; or a composition of matter. 

In the present case, claims 1-19 only recite mental steps. In order to 
qualify as a statutory process, the claim should positively recite the other 
statutory class (the thing or product) to which it is tied, for example by identifying 
the apparatus that accomplishes the method steps, or positively recite the 
subject matter that is being transformed, for example by identifying the material 
that is being changed to a different state. The recited steps of exemplary claim 1 
of merely providing an indicator, providing a reimbursement claim mechanism, 
and processing a reimbursement claim are not tied to another statutory class 
(such as a particular apparatus) and do not transform underlying subject matter 
(such as an article or materials) to a different state or thing. Similar analysis 
applies for independent claims 13, 17, and 19. Therefore, claims 1-19 are 
deemed to be directed to non-statutory subject matter. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

4. Claims 1,2, 7-9, 12-15, 17 and 19 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Drunsic (US 2002/0147678 A1). 

(A) Referring to claim 1, Drunsic discloses a method of facilitating reimbursement 
for a qualified medical care product from a reimbursement account, comprising 
(abstract, paragraphs 31 and 33 of Drunsic): 

providing an indicator that the qualified medical care product is eligible or 
may be eligible for reimbursement (paragraphs 58 & 59 of Drunsic); 

providing a reimbursement claim mechanism in connection with the 
qualified medical care product (paragraph 64 of Drunsic); and 

processing a reimbursement claim for the qualified medical care product 
(paragraph 43 of Drunsic). 

(B) Referring to claim 2, Drunsic discloses wherein the indicator is further defined 
as a certification mark (paragraph 82 of Drunsic). 

(C) Referring to claim 7, Drunsic discloses wherein the reimbursement claim 
mechanism is further defined as information identifying the reimbursement 
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account presented contemporaneously with the purchase of the qualified medical 

care product (para. 74 of Drunsic). 

(D) Referring to claim 8, Drunsic discloses wherein the identifying information is a 
participant identifying number embodied on a card (para. 74 of Drunsic). 

(E) Referring to claim 9, Drunsic discloses wherein the reimbursement claim is 
reimbursed from a reimbursement account established in accordance with §125 
of the Internal Revenue Code (para. 61 of Drunsic). 

(F) Referring to claim 12, Drunsic discloses wherein the step of reimbursing 
further comprises reimbursing the lesser amount of either a requested amount or 
a manufacturer's wholesale price (para. 31 & 37 of Drunsic). 

(G) Referring to claim 13, Drunsic discloses a method of facilitating 
reimbursement for a qualified medical care product from a reimbursement 
account, comprising (abstract, para. 31, and para. 33 of Drunsic): 

advertising that a qualified medical care product is eligible for or may be 
eligible for reimbursement (para. 7-13, para. 58, and para. 59 of Drunsic); 

providing a reimbursement claim mechanism in connection with the 
qualified medical care product (para. 64 of Drunsic); and 

reimbursing a reimbursement claim for the qualified medical care product 
upon receipt of the reimbursement claim mechanism from a participant of a plan 
(para. 64 of Drunsic). 

(H) Referring to claim 14, Drunsic discloses wherein the step of advertising 
further comprises placing an indicator on the qualified medical care product. 
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where the indicator signifies that the qualified medical care product is eligible or 
may be eligible for reimbursement (para. 58 & 59 of Drunsic). 
(I) Claims 15 repeats the same limitations as claim 2, and is therefore rejected for 
the same reasons given above. 

(J) Referring to claim 17, Drunsic discloses a method for obtaining 
reimbursement for a qualified medical care product from a reimbursement 
account, comprising (abstract of Drunsic): 

receiving a reimbursement claim form in connection with the purchase of 
the qualified medical care product (para. 31 and para. 42 of Drunsic); 

submitting the reimbursement claim form to an entity responsible for 
administering the reimbursement account (para. 43 of Drunsic); and 

receiving reimbursement for the qualified medical care product from said 
entity (para. 43 of Drunsic). 

(K) Referring to claim 19, Drunsic discloses a method for obtaining 
reimbursement for a qualified medical care product from a reimbursement 
account, comprising (para. 64 and abstract of Drunsic): 

selecting a qualified medical care product for purchase; transacting a 
purchase of the qualified medical care product (para. 74 and para. 80 of 
Drunsic); and 

initiating a reimbursement claim for the qualified medical care product 
substantially contemporaneously with the purchase transaction (para. 74 of 
Drunsic). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the phor art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claims 3, 4, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Drunsic (US 2002/0147678 A1) in view of Ruttenberg (US 
2004/01 03570 A1). 

(A) Referring to claims 3, 4, and 18, Drunsic discloses the consumer being 
informed that the qualified medical care product is eligible for or may be eligible 
for reimbursement (para. 75 of Drunsic). 

Drunsic does not disclose wherein the indicator is connected to packaging 
of the qualified medical care product, wherein the indicator is placed on an 
advertising display proximate to the qualified medical care product, and 
purchasing the qualified medical care product after viewing an advertisement. 

Ruttenberg discloses wherein the indicator is connected to packaging of 
the product, wherein the indicator is placed on an advertising display proximate 
to the product, and purchasing the product after viewing an advertisement (para. 
42, 3, 18, and Fig. 16 of Ruttenberg). 

At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to combine the aforementioned features of Ruttenberg 
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within Drunsic. The motivation for doing so would have been to optimize viewing 
of advertisements for the customer (para. 1 1 of Ruttenberg). 

7. Claims 5, 6, 1 1 , and 1 6 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Drunsic (US 2002/0147678 A1). 

(A) Referring to claim 5, Drunsic discloses wherein the reimbursement claim 
mechanism is further defined as a claim form (para. 32 and para. 34 of Drunsic). 
However, Drunsic does not disclose that the claim form is placed in packaging of 
the product. At the time of the invention, it would have been obvious to one of 
ordinary skill in the art to include the form in the packaging with the motivation of 
having the form immediately available to the consumer. 

(B) Referring to claim 6, Drunsic discloses wherein the claim form identifies the 
qualified medical care product being purchased and is configured to receive 
information regarding purchase price, purchase date, and a participant 
associated with the reimbursement account (para. 42 of Drunsic). 

(C) Referring to claim 1 1 , Drunsic does not expressly disclose wherein the 
reimbursement claim is reimbursed from a reimbursement account established in 
accordance with §223 of the Internal Revenue Code. However, at the time of the 
invention it would have been obvious to a person of ordinary skill in the art to 
include the aforementioned arrangement in order to follow the tax laws pertaining 
to health savings accounts. 

(D) Claim 16 repeats the same limitations as claim 5, and is therefore rejected for 
the same reasons given above. 
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8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Drunsic (US 2002/0147678 A1) in view of Raskin etal. (US 2001/0037214 A1). 
(A) Referring to claim 10, Drunsic does not expressly disclose wherein the 
reimbursement claim is reimbursed from a reimbursement arrangement 
established in accordance with §105 of the Internal Revenue Code. 

Raskin discloses wherein the reimbursement claim is reimbursed from a 
reimbursement arrangement established in accordance with §105 of the Internal 
Revenue Code (para. 20 of Raskin). 

At the time of the invention, it would have been obvious to a person 
ordinary skill in the art to combine the aforementioned feature of Raskin within 
Drunsic. The motivation for doing so would have been to follow the tax laws 
(para. 21 of Raskin). 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not applied prior art teaches an advertising 
method and system (5,809,481); a system and method for processing flexible 
spending account transactions (US 7,174,302 B2); a software, apparatus, and 
method for hand-held electronic devices and advertising thereon (US 
2001/0032124 A1); and a debit card case with data register (US 2005/0035006 
A1). 
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1 0. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to LENA NAJARIAN whose telephone number is 
(571 ) 272-7072. The examiner can normally be reached on Monday - Friday, 
9:30 am - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, C. Luke Gilligan can be reached on (571) 272-6770. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/L. N./ 

Examiner, Art Unit 3626 

In 

6/17/08 



/Robert Morgan/ 

Primary Examiner, Art Unit 3626 
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